Atty. Docket No. MP0314 

Application No. 10/682,138 PATENT APPLICATION 

Amendment dated December 6, 2005 
Office Action mail date: September 20, 2005 

AMENDMENTS TO THE DRAWINGS 

Submitted herewith please find five (5) sheets of drawings in compliance with 37 C.F.R. 

§ 1.84. The Examiner is respectfully requested to acknowledge receipt of these drawings. 

Attachments: Five (5) Replacement Sheets for Figures 1-2 and 4-6. 
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Amendment dated December 6, 2005 
Office Action mail date: September 20, 2005 

REMARKS/ARGUMENTS 

Claims 1-9, 12-27, 30-45, 48-63, 66-81, and 84-120 are pending in the application, 
claims 1 1 1-120 dependent from elected claims having been added to claim the disclosed 
invention more completely. Claims 9-18, 27-36, 45-54, 63-72, and 81-110 were withdrawn 
pursuant to Applicants' response to the Examiner's prior election of species requirement. Of 
these, Applicants have cancelled claims 10-11, 28-29, 46-47, 64-65, and 82-83, without 
prejudice to re-adding them later in prosecution. By cancelling these claims at this time, 
Applicants are avoiding payment of additional claim fees. Applicants await the Examiner's 
further action on this application, including an indication of genericness of claims to be allowed 
and re-inclusion of claims to other species, such claims having been withdrawn from further 
consideration at this time. 

Preliminarily, in response to the Examiner's drawings objection, Applicants submit 
herewith replacement drawings, labeled as requested. 

The Examiner has rejected claims 1-8, 19-26, 37-44, 55-62, and 73-80 under 35 U.S.C. § 
103(a) as unpatentable over Applicants' Fig. 3 in view of USP 6,738,205 (Moran). Applicants 
respectfully traverse this rejection and request reconsideration and allowance in view of the 
following arguments. 

At the outset. Applicants do not understand the Examiner's original election of species 
requirement in light of the Examiner's reliance on Moran. Moran teaches a digital filter, as the 
Examiner acknowledges. However, in the election of species requirement in this case, the 
Examiner identified an analog species as one of six species. Applicants elected that species, 
including claims such as claim 6 and 8 which recite an analog filter. The Examiner then rejected 
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claim 6 (and others like it) over Moran's teaching of a digital filter, claiming that the selection of 
either an analog filter or a digital filter was merely a matter of design choice. 

Applicants respectfully submit that the Examiner should have included an examination of 
the digital species with the analog species. However, in so arguing, Applicants in no way make 
any statement regarding patentable distinction, or lack thereof, among any of the species. 

Looking more closely now at Moran and the Examiner's rejection, the claimed invention 
recites the following elements, among others, in the respective independent claims: 

Claims 1 and 37: a continuous time filter (CTF) to pass the fundamental frequency 
and attenuate lower and higher frequencies of a position error signal (PES); a filter for 
attenuating harmonic frequencies of a sampled PES; and a discrete Fourier transform (DFT) for 
providing an analog adjustment signal. 

Claims 19 and 55: means for filtering a PES to pass the fundamental frequency and 
attenuate lower and higher frequencies; means for attenuating harmonic frequencies of a sampled 
PES; and means for providing an analog adjustment signal 

Claim 73: filtering a PES to pass the fundamental frequency and attenuate lower and 
higher frequencies; attenuating harmonic frequencies of a sampled PES; and providing an analog 
adjustment signal. 

All of these claims, and hence their respective dependencies, recite the attenuation of 
harmonic frequencies between an earlier filtering and the provision of an analog adjustment 
signal. In particular, claims 1 and 37 recite providing a filter between a CTF and a DFT. 
Applicants submit that none of the prior art of record teaches or suggests such an arrangement. 
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Fig. 3, which Applicants have acknowledged as prior art, shows no such filter or 
attenuation means between a CTF and a DPT, or between prior filtering and provision of an 
analog adjustment signal, nor does Fig. 3 or any accompanying discussion in the Background 
section of the present application suggest where such filter or attenuation means might be placed. 

The Examiner has cited Moran for the teaching of such a filter or attenuation means. 
However, assuming for the sake of argument that Moran does teach such a filter, Moran clearly 
lacks teaching of a CTF or a DFT. Therefore, Applicants submit that Moran cannot teach or 
suggest the placement of the claimed filter between a CTF and a DFT, or between a prior 
filtering and the provision of an analog adjustment signal. As far as Moran or Applicants' Fig. 3 
are concerned, the filtering of harmonics could come at any point in the process of producing an 
analog adjustment signal, and not necessarily where the claims say it should occur. 
Consequently, Applicants submit that the combination of Fig. 3 and Moran cannot teach or 
suggest such placement. 

Applicants submit that the Examiner is relying on hindsight in combining Applicants' 
Fig. 3 and Moran to arrive at the presently claimed invention. However, in determining 
obviousness, the claimed subject matter must be considered as a whole without the benefit of 
hindsight, and the claims must be considered in their entirety, Ruiz v. A.B. Chance Co., 357 F.3d 
1270, 1275, 69 USPQ2d 1686, 1690 (Fed. Cir. 2004); W.L Gore &Assocs, v. Garlock Inc., Ill 
F.2d 1540, 1548, 220 USPQ 303, 309 (Fed. Cir. 1983). In order to avoid "hindsight" 
reconstruction of a claimed combination, there must be some motivation or suggestion for the 
ordinary artisan to modify or combine elements found in the prior art, to make the new claimed 
combination. Ruiz, supra, 357 F.3d at 1275, 69 USPQ2d at 1690. 
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In order to make out a prima facie case of obviousness - in this case, a modification of 
either Applicants' Fig. 3 or Moran to add a filter after a prior filtering step and before the 
provision of an analog adjustment signal, in order to attenuate harmonics - the prior art must 
teach or suggest the desirability of such a modification. Custom Accessories, Inc, v. Jeffrey- 
Allan Indus,, 807 F.2d 955, 959, 1 USPQ2d 1 196, 1 198 (Fed. Cir. 1986). Since there is no such 
teaching or suggestion here, the Examiner is left to say at most that it would have been "obvious 
to try" the claimed placement. However, "obvious to try" is not the proper standard for 
obviousness. In re Geiger, 815 F.2d 686, 2 USPQ2d 1276 (Fed. Cir. 1987). 

Pursuant to the foregoing discussion, Applicants submit that claims 1, 19, 37, 55, and 73 
and their elected dependencies are patentable. 

Moreover, concerning claims 2, 3, 20, 21, 38, 39, 56, 57, 74, and 75, Applicants 
respectfully disagree with the Examiner's position that sampling rate is a matter of design 
choice. In the present application. Applicants describe the substantial elimination of the second 
and third harmonics. Compare Figs. 6 and Fig. 10 of the present application, for example. 
Moran describes the attenuation of harmonics, including the third harmonic. See, for example. 
Figs. 28-31 of Moran and the accompanying discussion at col. 38, lines 5-39. 

Moran and the present invention, per the just-identified claims, clearly use different 
techniques to accomplish attenuation of harmonics. As a result, Applicants submit that it would 
not have been a matter of obvious design choice to pick one technique over another to 
accomplish these goals. Consequently, Applicants submit that these claims are patentable for 
this additional reason as well. 
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Still further, as can be seen from the present application, the inventive technique is more 
successful than Moran at eliminating the second harmonic. Moran achieves some attenuation, 
but not as successfully as the present invention which, as recited in claims 1 11 -120, substantially 
eliminates harmonic frequencies. Claims 1 1 1, 1 13, 1 15, 1 17, and 119 recite the substantial 
elimmation of harmonics; claims 1 12, 1 14, 1 16, 1 18, and 120 recite the substantial elimination of 
the third harmonic, which is a goal of the invention. .These claims are even more remote from 
the prior art, and so Applicants submit that they are patentable for this additional reason as well. 
Request for Allowance 

It is believed that this Amendment places the application in condition for allowance, and 
early favorable consideration of this Amendment is earnestly solicited. 

If, in the opinion of the Examiner, an interview would expedite the prosecution of this 
application, the Examiner is invited to call the undersigned attorney at the telephone number 
listed below. 
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The Office is hereby authorized to charge any fees, or credit any overpayments, to 

Deposit Account No. 11-0600. 

Respectfully submitted, 
KENYON & KENYON 



Dated: December 6, 2005 By: 



Frank L. Bernstein 
Reg. No. 31,484 



Customer No. 44990 

KENYON & KENYON 
333 West San Carlos St., Suite 600 
San Jose, CA95110 
Telephone: (408) 975-7500 
Facsimile: (408) 975-7501 



CERTIFICATE OF TRANSMISSION/MAILING 

I hereby certify that this paper is being facsimile transmitted to 
the USPTO or deposited with the United States Postal Service 
with sufTicient postage as first class mail in an envelope 
addressed to: Commissioner for Patents, P.O. Box 1450, 
Alexandria, VA 22313-1450, on December 6, 2005. 

Thea K. Wagner 
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